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Topics
 European Patent Attorney (EPA) vs. national 

qualification

 Client-Attorney Privilege for EPAs

 Experience with recognition by US Courts in 
patent litigations

 Practical considerations
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European Patent Attorney vs. National Patent 
Attorney
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Swiss Patent Attorney
• Introduced only 2011 
• Legal protection of professional title
• Examination (oral/written)
• Unitary Profession: inhouse and 

private practice
• Central register at CH Patent Office
• Surveillance by government agency 

(EJPD)
• Non-exclusive right of representing 

before CH Patent Office
• Partial representation right at 

Federal Patent Court

European Patent Attorney
• Unique really pan-European profession 

with ONE exam (EQE) for all 39 EPC 
member countries

• Central register at EPO
• Unitary Profession inhouse/private 

practice
• Mandatory membership with epi
• Code-of-Conduct disciplinary surveilance
• Exclusive right of representation before 

EPO
• With additional qualification (EPLC)

Richt of representation before UPC
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Number of European Patent Attorneys
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Number of European Patent Attorneys 2024
Country 2024

AL 10
AT 196
BE 327
BG 42
CH 668
CY 9
CZ 80
DE 5346
DK 334
EE 17
ES 274
FI 210
FR 1417
GB 2949

GR 26
HR 22
HU 67
IE 92
IS 17
IT 616
LI 23
LT 22
LU 25
LV 13

MC 7
ME 1
MK 15
MT 6
NL 596
NO 107

PL 234
PT 44
RO 42
RS 40
SE 489
SI 28
SK 29
SM 15
TR 89
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Why a Client-Attorney Privilege (CAP)?
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 Common Law vs. Civil Law legal tradition

 Obtaining evidence in litigations /investigations

 Fundamental human rights to fair trial and privacy of communication 
(see Art. 6 and 8 ECHR)

 Discovery proceedings

 Need to protect exchange of information between client and legal 
advisor

 Foreign recognition of CAP
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Features of Client-Attorney Privilege (CAP )
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 a communication

 between an attorney and a client

 made in confidence

 for the purpose of seeking, obtaining, or providing legal advice

 Attorney Work Products

Are protected against being produced as evidence
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Client-Attorney Privilege for EPAs: R. 153 EPC
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 EPC2000 revision introduced 2007 new CAP provision
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Recognition of CAP by US District Courts
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 DC MA: Philips North America LLC vs. 
Fitbit LLC, 583 F. Supp. 3d 251 (D. Mass. 
2022)

• Whether emails of Philips inhouse NL 
und EP Patent Attorney protected by 
CAP?

• Philips could not prove, that 
activities belong to statutory core 
expertise of NL/EP Patent Attorney

• National NL CAP law does not 
include express right to deny access 
in civil proceedings

• UPC-privilege could change view?
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Recognition of CAP by US District Courts II
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 Knauf Insulation, LLC v. Johns Manville 
Corp., No. 1:15-cv-00111-TWP-MJD (S.D. 
Ind. Oct. 1, 2019)

 Whether communication of UK Patent 
Attorney is privileged 

 District Court: yes, as long as 
activities belong to statutory or 
professionally prescribed duties of the 
patent attorney
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Recognition of CAP by US ITC and DC
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 Align Technology Inc. Vs. 3Shape A/S and 
others Civil Action No. 17-1646-LPS (D. Del. Feb. 
3, 2020) and previous related ITC actions

 Whether presentation given by 
3Shape´s in-house EPA in Denmark to 
VP of Product Strategy were privileged

 Denmark has no national qualification 

 District Court, ITC: no, because 
3Shape could not prove that EPA was 
on the Art. 134 EPC list at the time the 
documents were created and that the 
activity were not related to EPO
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Recognition of CAP by US ITC and DC
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 Align Technology Inc. Vs. 3Shape A/S and 
others Civil Action No. 17-1646-LPS (D. Del. Feb. 
3, 2020) and previous related ITC actions

 To maximize chances that US-Courts 
recognize CAP of Patent Attorney´s 
communications, EPC privilege 
appears to need being 
complemented by national CAP rules

 Broad right to refuse testimony and 
produce documents for patent 
attnorneys in national law may be 
useful (e.g. Sec. 160 CH civil 
procedural code)
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CAP not only of relevance in the US, but all 
Common-law countries
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Source: https://cpata-cabamc.ca/en/patent-agent-privilege-federal-court-decision/Decision - CPATA

 In Canada, the Federal Court denied 
CAP for Patent Agents for questions of 
patent infringement

 Other possible relevant jurisdictions:

− AU, GB, IN, ZA, IE, but also UPC

− Wherein (limited) discovery plays a 
role
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Art. 160 Swiss Civil Procedural Code
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• DC New Jersey in In Re Zoledronic Acid (District Court New Jersey; 2:12-
cv-03967): Magistrate Judge recognized CAP for Swiss Patent Attorney, 
because of the inclusion of Patent Attorneys in Art. 160 Civil Procedural Code 
after 2013; 

• Precedence effect of that decision unclear: Special Master decision, main 
proceedings then settled out of Court
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Art. 15Hungarian Patent Attorney Law
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• Professional Secrecy
• Regulated profession with register
• Disciplinary system
• Right to refuse witness and provide documents in litigation
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USA: recognition of CAP for Patent Agents
(see CAFC, In re Queen's, 820 F.3d at 1302and Aligm Technology v. 3Shape A/S, 
2020)
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 a patent-agent privilege could serve to shield certain communications between 
registered foreign patent agents and their clients from disclosure, if the party seeking 
protection could show either that: 

 (1) the communications at issue were made to or by patent agents acting within the 
scope of the 'authorized practice of law' set out by the law of the foreign country (or by 
the regulations of a[] governmental entity similar to the USPTO); or 

 (2) the law of the foreign country at issue otherwise recognizes a patent-agent privilege 
that is broader than or otherwise in conflict with that recognized by United States 
courts, and the foreign communications at issue fall within the scope of that privilege.

https://casetext.com/case/in-re-queens-univ-at-kingston-1#p1302
https://casetext.com/case/in-re-queens-univ-at-kingston-1#p1302
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Some practical advice to maximize chances of CAP (I)
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• Documents and communications needs to be prepared under 
supervision or by CAP entitled person

• Sufficient supervision on auxiliary staff  and trainees
 Documentation important for evidence

• Advice should be restricted to issues that are covered by statutory or 
porfessional rules

• No mixing up between (patent) legal advice and business advice
• Current «primary purpose test» had recently been challenged at US 

Supreme Court, but was finally not decided: (s. In re Grand Jury, 598 U.S. ___ 
(2023) of 23.01.2023)
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Some practical advice to maximize chances of CAP (II)
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• Labelling documents as «Confidential & Privileged»
• But please only relevant documents and not inflationary use

• no Privilege for antitrust and competition law? 
• See CJEU C-550/07-P AkzoNobel: NO privilege for inhouse lawyers

• Simple ccíng of person who may claim privilege is not sufficient; the person 
needs to be able to contribute something substantial from her expertise

• Consider separating of different legal aspects to different documents/opinions
• Education and awareness rasing particularly with those inhouse functions 

that often are confronted with patent-legal issues, e.g. project management, 
product development, BD&L
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Some practical advice to maximize chances of CAP (III)
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• Privilege is deemed waived if secrecy is lost
 Limit access to document to small circle on need-to-know hasis 

(documentation for evidence)
 Consider also access to documents being made available to potential 

future counter parties in litigations (e.g. within due-diligence, litigation 
financing)

 «common interest» Doctrine, z.B. in  Katz v. AT&T Corp, 191 F.R.D. 433 
(E.D. Pa. 2000), Hewlett-Packard Co. v. Bausch & Lomb Inc., 115 F.R.D. 
308 (N.D. Cal. 1987) oder Midwest Athletics and Sports Alliance LLC v. 
Ricoh USA, Inc., Civ. No. 2:19-cv-514 (E.D. PA. Sept. 16, 2020)

 DO NOT FULLY RELY ON CAP!!!!!
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Privilege at UPC
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In the future: an international instrument on CAP for 
patent professionals? 
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 Negotiated and drafted at B+ Group since 
2013

 Since autumn 2024 IP Australia took over 
lead from CH Patent Office in WG

 Draft Agreement is ready for a Diplomatic
Conference?
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Key Elements of a possible international Treaty on CAP 
for patent professionals
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 Definition of “Patent Advisor”

 Opt-out/flexibility for national legislator

 Binding or non-binding character of 
international instrument?
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Merci 
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Thank you!
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